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December 29, 2003 


In response to the Notice of Abandonment mailed October 21, 2003, in the present 
AppUcation, the AppHcant respectfully submits this Petition to Withdraw Holding of 
Abandonment under 37 C.F.R. § 1.181. 


CERTIFICATE OF EXPRESS MAIL - EV417296549US 

I hereby certify that this correspondence is being deposited with sufficient postage in the U.S. Mail, Express Mail 
Service, addressed to: 

Commissioner for Patents 

P.O. Box 1450 

Arlington, VA 22313-1450 

Attn Mail Stop: Petitions jKP / 

Date of Mailing: December 29. 2003 Signature: C^^^^^ ^ ^ /HcQ^'^^^r\^C £/^ 

Brian C. McCormack 
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1. Petition to Withdraw Notice of Abandonment Under 37 C.F.R. 1.181 

The Applicant respectfully requests that this Petition to Withdraw Holding of 

Abandonment under 37 C.F.R. § 1.181 (this "Petition") be granted and that the Notice of 

Abandonment in the present Application be withdrawn. The Manual of Patent Examining 

Procedure (M.P.E.P.) provides that if an application is improperly abandoned, the holding of 

abandonment may be withdrawn upon petition: 

Where an applicant contends that the application is not in fact 
abandoned ... a petition under 37 CFR 1.181(a) requesting 
withdrawal of the holding of abandonment is the appropriate cause 
of action, and such petition does not require a fee. 

M.P.E.P. § 711.03(c). Based upon the following evidence, the Applicant respectfully submits 

that the present Application was improperly abandoned. 

A Notice to File Missing Parts (the "Notice") was allegedly mailed on the present 

Application on Febraary 27, 2001. However, the Applicant respectfully submits that the Notice 

was never received by the Applicant at the Correspondence Address designated in the present 

Application. Rather, according to our review of the prosecution history in this case, the Notice 

was addressed to Chi Mei Optoelectronics Corporation ("Chi Mei") and was never received by 

Applicant's attomeys. Consequently, no reply was filed before the Notice response deadline and 

the present Application became abandoned on October 27, 2003, thirty-two (32) months from the 

mailing date of the Notice. A Notice of Abandonment Under 37 CFR § 1 .53(f) or (g) was mailed 

October 27, 2003. This Petition is being filed within the two-month response period set forth in 

37 C.F.R. § 1.181(f). In addition, it is believed that no fees for this Petition are due. M.P.E.P. 

711.03(c). 

As stated above, the Notice was addressed to Chi Mei rather than the Correspondence 
Address designated in the present Application. While Chi Mei is the client of Baker & 
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McKenzie and was an intended assignee of the present Application, no assignment from the 
inventors to Chi Mei was ever filed with the United States Patent and Trademark Office 
("USPTO"). On the original transmittal sheet for the filing of the present Application (EXHIBIT 
A TO DECLARATION OF ANTOINETTE F. KONSKI), the designated Correspondence 
Address for the present Application was the Palo Alto office of Baker & McKenzie. The client's 
Taipei address was only shown as an address for the "Applicant" on an unofficial data sheet 
submitted with the filing. It should be noted that that the transmittal sheet does not have a check 
in the checkbox for the official Application Data Sheet according to 37 CFR § 1.76. Rather, the 
only indication of the inclusion of a data sheet is reflected under part 16 of the heading 
"Accompanying Application Parts." Furthermore, the data sheet that was included in the present 
Application does not comply with the requirements of 37 CFR §1.76 and, therefore, should not 
have been designated the official Application Data Sheet. 

In support of the above, a Declaration of Antoinette F. Konski, a previous attorney in the 
Palo Alto office of Baker & McKenzie, the designated Correspondence Address for the present 
Application at the time the application was filed and the Notice was mailed, is attached 
(EXHIBIT B). Ms. Konski states that the Palo Alto never received the Notice dated February 
27, 2001 (Konski Decl. 1[10). Additionally, a Declaration of June Lee, a former Patent 
Administrator in the Taipei office of Baker & McKenzie, is attached (EXHIBIT A), wherein Ms. 
Lee states that in the normal course of her work she received correspondence fi"om the Palo Alto 
office on certain patent related matters on which the Palo Alto office was the designated 
Correspondence Address, including matters that are being handled for clients of the Taipei 
office, such as the present Application (Lee Decl. ^[4). Ms. Lee further states that to the best of 
her knowledge, the Taipei office also did not receive the Notice, either from the Palo Alto office 
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or the client, Chi Mei (Lee Decl. ^5). Furthermore, a Declaration of Gerald Lin, a Patent 

Engineer in the Taipei office of Baker & McKenzie, is attached (EXHIBIT C), wherein Mr. Lin 

states that he has searched the file jacket of the present Application and was unable to locate a 

copy of the Notice, which indicates that the Notice was not received by the Taipei office (Lin 

DecL 1[4). 

The M.P.E.P. further states that: 

The showing required to estabhsh the nonreceipt of an Office communication 
must include a statement fi-om the practitioner stating that the Office 
communication was not received by the practitioner and attesting to the fact that a 
search of the file jacket and docket records indicates that the Office 
communication was not received. A copy of the docket record where the 
nonreceived Office communication would have been entered had it been received 
and docketed must be attached to and referenced in practitioner's statement. For 
example, if a three month period for reply was set in the nonreceived Office 
action, a copy of the docket report showing all replies docketed for a date three 
months from the mail date of the nonreceived Office action must be submitted as 
documentary proof of nonreceipt of the Office action. 

M.P.E.P. 71 L03(c). A copy of the docket records of the Palo Alto office of Baker & McKenzie 

where a response to the non-received Notice would have been entered if the Notice was received 

(EXHIBIT B TO DECLARATION OF ANTOINETTE F. KONSKI) is attached to and 

referenced in Ms. Konski's Declaration (Konski Decl. T|10). The attached docket records 

illustrate all of the matters docketed for action fi-om January 19, 2001 to July 19, 2002, and 

illustrates the absence of a docketed response deadline to the Notice during this period. 

Specifically, the attached docket records for the present Application illustrate all of the matters 

docketed for action on April 27, 2001, the end of the two-month period for response to the 

Notice mailed February 27, 2001, and illustrate the absence of a docketed response deadline to 

the Notice on that date. 
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In addition, the Declaration of Brian C. McCormack, a registered patent attorney (Reg. 
No. 36,601) in the Dallas office of Baker & McKenzie, is also attached (EXHIBIT D). The 
Declaration of Brian McCormack sets forth numerous facts establishing that the Applicant has 
diligently pursued the preparation and filing of this Petition in order to the revive of the present 
Application. Accordingly, Applicant respectfully requests the holding of abandonment be 
withdravra in the present Application based on the failure to receive the Notice dated February 
27, 2001. 

11. Conclusion 

In view of the foregoing, the Applicants respectfully request the present Application be 
revived in response to this Petition. Although no fees are believed to be due with the present 
Petition, authorization is hereby given to charge any necessary fees that may be required to 
Deposit Account No. 13-0480, referencing Attomey Docket No. 87157656-002004. The 
Applicant respectfully requests the undersigned Attomey of Record be contacted with regard to 
any questions or concems regarding the present Petition. 


BAKER & Mckenzie 

2300 Trammell Crow Center 
2001 Ross Avenue 
Dallas, TX 75201 
Tel: (214)978-3000 
Fax: (214) 978-3099 


Respectfully submitted, 


Date: December 29. 2003 



Brian C. McCormack 
Reg. No. 36,601 
Attomey for Applicant 
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DECLARATION OF JUNE LEE 


I, June Lee, a citizen of the R.O.C. and residing at 8F, No. 12, Lane 28, Long An Rd, 
Shiji, Taipei County, Taiwan, R.O.C. declare: 

1 . My name is June Lee and I am over the age of twenty-one (21) years, of sound 
mind, and fully competent to testify to the following facts. I have personal knowledge that all 
facts set forth in this Declaration are true and correct. 

2. I was the former Patent Administrator in the Taipei office of Baker & McKenzie, 
which has an address of 15^^ Floor, Hung Tai Center, No. 168, Tun Hwa North Road, Taipei, 
Taiwan 105. 

3. The Palo Alto office of Baker & McKenzie, which has an address of 660 Hansen 
Way, Palo Alto, California 94304, was the designated Correspondence Address for U.S. Patent 
Application No. 09/765,966 (the "AppHcation"), on February 27, 2001, the mailing date set forth 
in the Notice to File Missing Parts issued for the AppHcation. 

4. In the normal course of my work while I was a Patent Administrator in the Taipei 
office of Baker & McKenzie, I received correspondence on patent related matters handled by 
Taipei Office, but on which the Palo Alto office was the designated Correspondence Address. 

5. While I as a Patent Administrator in the Taipei office of Baker & McKenzie, I 
did not receive a Notice to File Missing Parts dated February 27, 2001, issued by the United 
States Patent and Trademark Office from the Palo Alto Office. 

6. I further declare that all statements made herein of my own personal knowledge 
are true, and all statements made on information are believed to be true; and furthermore, that the 
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Statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title XVIII of the United 
States Code. 



SUBSCRIBED AND SWORN TO BEFORE ME on this 23 day of December 2003, to 
certify which witness ray hand and seal of office. 


My Commission Expires: 


Notary Public in and for the 
State of Taiwan, Republic of China 


John Lee 

Printed Name of Notary 


t St " ^ m 

Case No.00 t 2 9DateD£C 

Attested at the Notary Public of Taiwan 
Taipei District Court. R.O.C. thnt the 
signature(s)/seal(5) in thUyHocument is/are 
authentic. ^y"^ >- 

Notary Public /^AJ-'^ " 

LEEJOHi\'-SlLi.u?'.;G 


Printed Name of Notary 
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EXHIBIT B 

DECLARATION OF ANTOINETTE F. KONSKI 

I, Antoinette F. Konski, a citizen of the United States and residing at 2161 Sharon Road, 
Menlo Park, CA 94025, USA, declare: 

1 . My name is Antoinette F. Konski and I am over the age of twenty-one (21) years, 
of sound mind, and folly competent to declare as follows. I have personal knowledge that all 
facts set forth in this Declaration are true and correct. 

2. I was a patent attorney (Reg. No. 34,202) in the Palo Alto office of Baker & 
McKenzie, which has an address of 660 Hansen Way, Palo Alto, California 94304, from May 17, 
1999 to June 7, 2001, and I was the responsible partner for patent matters being handled from 
that office. 

3. I have reviewed the United States Patent & Trademark Office's (USPTO's) 
prosecution history for U.S. Patent Application No. 09/765,966 (the "Application"), and my 
review of the prosecution history refreshed my recollection and was consistent with my 
knowledge of the facts as set forth below. 

4. On January 19, 2001, 1 filed the Application on behalf of Baker & McKenzie's 
local Taipei, Taiwan office client, Chi Mei Optoelectronics Corporation. For the purposes of 
communication, all correspondence from the U.S. Patent Office received by me in the local Palo 
Alto office was forwarded to the Baker & McKenzie Taipei office after entry into our patent 
docketing database. 
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5. On the original transmittal sheet for the filing of this application, which is 
attached as Exhibit A to this declaration ("Transmittal"), the designated Correspondence Address 
for the Application was Baker & McKenzie's Palo Alto office, designated for my attention. 

6. According to the Application's prosecution history, a Notice to File Missing Parts 
in this Apphcation was mailed by the USPTO on February 27, 2001, but it was mailed to the 
client's Taipei address, which was only shown as an address for the "Applicant" on an unofficial 
data sheet submitted with the filing. The Transmittal does not have a check in its checkbox 
provided for indicating the enclosure of an official Application Data Sheet (37 C.F.R. § 1.75). 

7. In the normal course of my work while I was an attorney in the Palo Alto office of 
Baker & McKenzie, I received correspondence on patent-related matters for which the Palo Alto 
office was the designated Correspondence Address. 

8. In the normal course of my work, I forwarded correspondence I received on 
patent related appHcations filed on behalf of the local Taipei, Taiwan office of Baker & 
McKenzie, which has an address of 15*^ Floor, Hung Tai Center, No. 168, Tun Hwa North Road, 
Taipei, Taiwan 105, when the matters originated in the Taipei office. 

9. While I was an attorney in the Palo Alto office of Baker & McKenzie, it was our 
normal procedure to enter all USPTO filings into the docketing system so that a docket report of 
actions due for such matters could be generated fi'om the docketing system. 

10. As designated in the attached docket listing of Exhibit B for the relevant period, I 
did not receive the Notice to File Missing Parts dated February 27, 2001, fi-om the USPTO. 

11. I fiirther declare that all statements made herein of my own personal knowledge 
are true, and all statements made on information are believed to be true; and furthermore, that the 
statements were made with the knowledge that willfiil, false statements and the like so made are 
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punishable by fine or imprisonment, or both, under Section 1001 of Title XVIII of the United 


States Code. 


Antoinette F. Konski 


SUBSCRIBED AND SWORN TO BEFORE ME on this iP-jU^ day of 
tg.^^^ 2003, to certify which witness my hand and seal of office. 


My Commission Expires: 



KAREN K. BRANDON 
Commission* 1311509 _ 
Notary Public - California $ 
Santa Clara County 
My Comm. Expires Jul 24, 2005 g 




Notary Public in^d for the 
State of Oait'^ 


Printed Name of Notary 
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EXfflBIT C 
DECLARATION OF GERALD LIN 


I, Gerald Lin, a citizen of R.O.C. and residing at 3F-5, No. 381, Sec. 2, Fu Hsin S. Rd. 
Taipei 106, Taiwan, R.O.C, declare: 

1. My name is Gerald Lin and I am over the age of twenty-one (21) years, of sound 
mind, and fully competent to testify to the following facts. I have personal knowledge that all 
facts set forth in this Declaration are true and correct. 

2. I am a patent engineer at the Taipei office of Baker & McKenzie, which has an 
address of 15^ Floor, Hung Tai Center, No. 168, Tun Hwa North Road, Taipei, Taiwan 105. 

3. On November 10, 2003, I received a letter from Irene Keselman of the New York 
office of Baker & McKenzie informing me that a Notice of Abandonment issued on October 27, 
2003, for U.S. Patent Apphcation No. 09/765,966, which has an Attorney Docket No. 87157656- 
002004 (the "Application"), due to failure to reply to a Notice to File Missing Parts mailed 
February 27, 2001 (the "Notice"). 

4. I have searched the file jacket of the Application and was unable to locate a copy 
of the Notice, which indicates that the Notice was not received by the Taipei office. 

5. I further declare that all statements made herein of my own personal knowledge 
are true, and all statements made on information are believed to be true; and furthermore, that the 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fme or imprisonment, or both, under Section 1001 of Title XVIII of the United 
States Code. . ^ 
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Gerald Lin 

SUBSCRIBED AND SWORN TO BEFORE ME on this 
2003, to certify which witness my hand and seal of office. 


day of December 


My Commission Expires: 


Notary Public in and for the 


State of 


1^ sfc a n\ 

Case No. 0 0 1 3 Obate DEC 2 4 2003 

Attested at the Notary Public of Taiwan 
Taipei District Court, R.O.C. that the 
signature(s)/seai(s) in this document is/are 

Notary" Public 7d^^^ ^ ' ^^-^ 

LEE JOHN-SH lUNG 


Printed Name of Notary 
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EXHIBIT D 


DECLARATION OF BRIAN McCORMACK 

I, Brian C. McCoraiack, a citizen of the United States of America and residing at 5204 
Meadowchase Lane, Flower Mound, Texas 75028, declare: 

1 . My name is Brian C. McCormack and I am over the age of twenty-one (2 1 ) years, 
of sound mind, and fully competent to testify to the following facts. I have personal knowledge 
that all facts set forth in this Declaration are true and correct. 

2. I am a registered patent attomey (Reg. No. 36,601) at the firm of Baker & 
McKenzie at the Dallas, Texas office, which has an address of 2001 Ross Avenue, Suite 2300, 
Dallas, Texas 75201. 

3. On November 13, 2003, the Dallas office received an inquiry from the Taipei 
office of Baker & McKenzie, which has an address of 15^^ Floor, Hung Tai Center, No. 168, Tun 
Hwa North Road, Taipei, Taiwan 105, regarding the filing of a Petition to Withdraw Holding of 
Abandonment for U.S. Patent AppHcation No. 09/765,966, which has an Attomey Docket No. 
87157656-002004 (the Application"). 

4. On November 13, 2003, 1 began an investigation into the abandonment of the 
Application, and the actions available to be taken regarding this matter. 

5. On December 4, 2003, 1 contacted Gerald Lin of the Taipei, Taiwan office of 
Baker & McKenzie, which has an address of 15'^ Floor, Hung Tai Center, No. 168, Tun Hwa 
North Road, Taipei, Taiwan 105, and informed him that the Dallas office would prepare the 
appropriate document requesting that the Application be revived or the abandonment of the 
Application be withdrawn. 
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6. Since November 13, 2003, the Dallas office has diligently pursued, without undue 
delay and with the cooperation of Gerald Lin, Antoinette F. Konski and June Lee, the preparation 
of a Petition to Withdraw Holding of Abandonment for the Application, including accompanying 
Declarations, until the date the Petition was filed with the United States Patent and Trademark 
Office. 

7. I further declare that all statements made herein of my own personal knowledge 
are true, and all statements made on information are believed to be true; and furthermore, that the 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title XVIII of the United 
States Code. 

6 . 

Brian C 


SUBSCRIBED AND SWORN TO BEFORE ME on this 



day of December 


2003, to certify whicTi witness my hand and seal of office. 




. McCormac 
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